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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments with respect to the pending claims have been considered but are moot in 
view of the new ground(s) of rejection. 

Applicant's failure to adequately traverse facts Officially noticed in the previous Office action 
constitutes an admission of the facts noticed. 

Claim Objections 

2. Claim 34 objected to because of the following informalities: Delete "32" from line 1 of claim 34. 
Appropriate correction is required. 

Claim Rejections - 35 USC§102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 43-47, 49, 50, and 52 are rejected under 35 U.S.C. 102(e) as being anticipated by Russo 
(of record). 

Regarding claim 43, Russo discloses an apparatus for selecting multimedia on demand, 
comprising: 

a data switch interface (tuner 104, fig. 2) coupled to a switch port of a data 
switch (108, fig. 2), the data interface selecting and receiving digital information (col. 7, 
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11. 41-46) from a plurality of multimedia sources (/.e., cable channels col. 7, 11. 1-3, 102, 
fig- 2); 

a processor (150, fig. 2) for controlling selection of information via the data 
switch interface (col. 9, 11. 35-48); 

processing logic (112, fig. 2) for processing the received digital information for 
output (col. 8, 11.7-21). 

As to claim 44, Russo discloses an apparatus according to claim 43, wherein the 
processing logic comprises decoder logic that converts digital information (col. 8, 11. 7- 
21). 

As to claims 45 and 49, Russo discloses an apparatus according to claim 43, fiirther 
comprising a radio frequency receiver (142, fig. 2) that receives radio signals (col. 9, 11. 
26-34). 

As to claim 46, Russo discloses an apparatus according to claim 45, wherein the received 
radio signals control selection of the digital information (col. 9, 11. 2-22). 

As to claim 47, Russo discloses an apparatus according to claim 43, wherein the 
processing logic comprises decryption logic (114, fig. 2) coupled to the data switch that 
decrypts the digital information received from the data switch (col. 10, 11. 25-32). 
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As to claim 50, Russo discloses an apparatus according to claim 43, wherein the data 
switch interface (104) is coupled to the switch port via a dedicated communication link 
(106). 

As to claim 52, Russo discloses an apparatus according to claim 43, further comprising a 
television display (8, fig. 1) for displaying the output from the processing logic (col. 3, 11. 
60-64). 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-3, 5, 8, 9, 12-19, 23-33, and 36 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Russo in view of U.S. Patent No. 5,790,176 to Craig (hereinafter "Craig"). 

Regarding claim 1, Russo discloses a system for multimedia on demand (col. 3, 11. 9-30), 
the system comprising: 

a mass storage device (See Figure 2, 110) adapted to receive and store a 
multimedia content item (col. 7, 11. 47 - col. 8, 1. 41); 

a processor (150 and col. 9, 11. 35-39) coupled to the mass storage device; and 
a memory (158) coupled to the processor, the memory storing a multimedia-on- 
demand data table and multimedia-on-demand instructions (col. 10, 11. 14-20), the 
multimedia-on-demand table including 
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a multimedia content identifier field with a multimedia content identifier 
to correspond to a multimedia content item stored on the mass storage device 
(col. 9, 11. 62-67), and 

a multimedia content usage indicator field (col. 10, 11. 33-39) that stores 
a multimedia content usage indicator associated with the multimedia content 
item stored on the storage device (i.e., which programs stored on the storage 
device have been viewed), 

the multimedia-on-demand instructions to be executed by the processor, the 
multimedia-on-demand instructions including instructions to automatically receive the 
multimedia content item, and 

send a multimedia-on-demand usage message, the multimedia-on-demand usage 
message based at least in part on the multimedia content usage indicator (col. 10, 11. 32- 
53). 

Russo fails to disclose receiving the multimedia content item at a transmission 
rate that is less than a real time transmission rate in bytes per second. 

In an analogous art, Craig discloses receiving a multimedia content item at a 
transmission rate that is less than a real time transmission rate in bytes per second (i.e., 
slower than real-time, col. 11, 1. 60 - col. 12, 1. 5), thus providing multiple service levels 
and charging subscribers accordingly. 

Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the system of Russo to include receiving the 
multimedia content item at a transmission rate that is less than a real time transmission 
rate in bytes per second as taught by Craig, for the benefit of providing flexible service 
arrangements that match the needs of the subscribers. 
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As to claims 2 and 3, the claimed subject matter is met by Russo and Craig as applied in 
the rejection of claim 1, above. 

As to claim 5, Russo and Craig together disclose the system of claim 1. In addition, 
Russo discloses the content usage indicator being adapted to indicate whether a content 
item was at least in part sent to an information appliance for playback (col. 5, 11. 24-3 1). 

As to claims 8 and 9, Russo and Craig together disclose the system of claim 1. In 
addition, Russo discloses the usage message includes the multimedia content identifier 
and the multimedia content usage indicator (col. 10, 11. 33-53). 

As to claim 12, Russo and Craig together disclose the system of claim 1. In addition, 
Russo discloses a data switch (tuner 104, fig. 2) coupled to the mass storage device 
(110). 

As to claim 13, Russo and Craig together disclose the system of claim 12. Russo further 
discloses a plurality of broadband communication links {i.e., cable channels col. 7, 11. 1- 
3, 102, fig. 2) coupled to the data switch (104). 

As to claim 14, Russo and Craig together disclose the system of claim 13. Russo further 
discloses a plurality of information appliances (VCR 6 and TV 8, fig. 1), each coupled to 
a broadband communication link (via tuner 104, fig. 2). 
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As to claim 15, Russo and Craig together disclose the system of claim 1. In addition, 
Russo discloses the multimedia content item may be a movie (col. 5, 11. 3-7). 

As to claim 16, Russo and Craig together disclose the system of claim 1. In addition, 
Russo discloses an input/output port coupled to the mass storage device (See Figure 2, 
120) to communicate with a multimedia recording device (col. 8, 11. 42-65). 

Regarding claims 17 and 18, see Russo and Craig as applied to claim 1, above. Russo 

i 

further discloses that the system is adapted to receive and store a plurality of content 
items and corresponding table entries (col. 5, 11. 3-8 and col. 9, 11. 62-67). 

As to claim 19, Russo and Craig together disclose the system of claim 17. In addition, 
Russo discloses the content usage indicator consists of a content played indicator (col. 9, 
11. 62-67). 

As to claims 23 and 24, Russo and Craig together disclose the system of claim 17, 
wherein a portion of the multimedia content item being less than the entirety of the 
multimedia content item is received at a transmission rate that is less than the playback 
rate in bytes per second (/.e., where the entirety of the content is received at a rate less 
than the playback rate [see cited portions of Craig], a portion thereof is inherently also 
received at a rate that is less than the playback rate). What is not disclosed, however, is 
making a determination, based at least in part on the transmission rate and playback rate, 
that continuous playback of the entirety of the item can begin prior to the receipt of the 
entirety of the item. 
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Official Notice is taken of the fact that it is well known in the art that a media 
file may be played back prior to completion of the transfer provided the data will be 
received before playback reaches a point where the data is incomplete when the transfer 
is slower than the real-time playback data rate. 

Accordingly, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to modify the system of Russo and Craig with the 
incomplete file playback of the well-known prior art in order to allow a user to begin 
watching media content without having to wait for long periods of time for the entire 
transfer to be complete. 

As to claim 25, Russo and Craig together disclose a system as stated above in claim 17. 
In addition, Russo discloses the instructions include instructions to receive the plurality 
of content items from a service provider as stated above, the service provider consisting 
of cable television, satellite and over-air broadcasting (col. 8, 11. 22-26). 

Regarding claim 26, see Russo and Craig as applied to claim 1, above. 

As to claim 27, Russo and Craig together disclose the system of claim 26. In addition, 
Russo discloses: 

receiving a multimedia content item usage instruction (play command) related to 
the first content item (col. 1 1, 11. 2-6); 

directing usage of the first multimedia content item based at least in part on the 
item usage instruction (play command) (col. 8, 11. 42-52); and 



Application/Control Number: 09/749,826 Page 9 

Art Unit: 2611 

updating the data table based at least in part on the content item usage 
instruction (col. 9, 11. 62-67). 

As to claim 28, Russo and Craig together disclose the system of claim 27. In addition, 
Russo discloses that the usage instruction is an instruction to playback the multimedia 
content item as part of a viewing transaction (col. 6, 11. 45-65). 

As to claims 29-30, see Russo and Craig as applied to claim 1, above. 

As to claim 3 1, see Russo and Craig as applied to claim 19, above. 

As to claims 32 and 33, Russo and Craig together disclose the method of claim 26. 
Russo further discloses receiving a plurality of multimedia content items (see rejection 
of claim 17, above), and modifying the data table accordingly (col. 9, 11. 62-67). What is 
not disclosed, however, is that the second multimedia content item replaces the first, 
including deleting the first item and deleting its identifier. 

Official Notice is hereby taken that it is well known in the art to replace a first 
stored item with a second by deleting it. Further, it is obvious that upon deleting an item, 
its record would be removed from the list of programming available to the user on the 
storage medium since the item is no longer available. 

Accordingly, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to modify the method of Russo and Craig with the 
replacement of content of the well-known prior art in order to allow a newer version of 
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content to be received or to enable the receiving of new content by deleting older content 
in order to free up available storage space. 

Regarding claim 36, seethe rejection of claim 24, above. 

7. Claims 4, 20, 34, and 37-42 are rejected under 35 U.S.C. 103(a) as being unpatentable over Russo 
and Craig as applied to claims 1,17, and 26 above, and further in view of U.S. Patent Application 
Publication No. 2002/01 18954 by Barton et al. (hereinafter "Barton"). 

Regarding claims 4, 20, and 34, Russo and Craig together disclose the system as stated 
above in claims 1,17, and 26, but are silent regarding a storage position identifier, as 
claimed. 

In an analogous art, Barton discloses a storage position identifier (aggregate 
attributes, e.g., viewer-based program ranking, ffl[0210-17) for each multimedia item, the 
storage position identifier specifying a logical storage position for the multimedia 
content item fl[0123), the storage position identifier received from a service provider and 
updated by the service provider with each change in the multimedia-on-demand data 
table flfl[02 19-20), thus enabling service providers more compelling ways to promote 
viewing of television programming. 

Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the system of Russo and Craig to include the storage 
position identifier as taught by Barton, for the benefit of providing a more engaging 
television viewing experience. 
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As to claim 37, see the rejection of claim 20, above. 

Regarding claims 38 and 39, see the rejection of claim 20. Russo further discloses 
automatically sending the plurality of content items based at least in part on a subscriber 
profile (col. 10, 11. 9-12 and 14-20). 

As to claim 40, see Russo and Craig as applied in the rejection of claim 32 and Barton as 
applied in the rejection of claim 20, above. 

Regarding claims 41 and 42, see Russo, Craig, and Barton as applied in the rejections of 
claims 38-40, above. 

8. Claims 6-7 and 10-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Russo and 
Craig as applied to claim 1 above, and further in view of Knudson (of record). 

Regarding claims 6 and 7, Russo and Craig together disclose the system of claim 1. 
Russo further discloses that content may be recorded onto a removable videotape (col. 8, 
11. 53-58), but fails to disclose that the usage indicator is adapted to indicate whether the 
content item was read from the mass storage device and sent to an information appliance 
for non-volatile recording. 

In an analogous art, Knudson discloses a system for recording television 
programming (col. 6, 11. 51-53) including pay programming (col. 9, 11. 25-26) and copy 
protected programming (col. 9, 11. 63-66). The system of Knudson differentiates between 
the playing back and the recording of such programming and subsequently charges the 



Application/Control Number: 09/749,826 Page 12 

Art Unit: 2611 

user a different amount based on the determination (col. 10, 11. 10-33). An order message 
is transmitted and processed by the television distribution facility. This message reads on 
the claimed usage indicator, based in part on whether the content item was sent to an 
information appliance (VCR) for non-volatile recording of the item. In combination with 
Russo, Knudson discloses reading the content item from the mass storage device for 
recording to the removable videotape at an additional cost. Knudson is evidence that one 
of ordinary skill in the art would appreciate the ability to monitor the type of content 
usage and charge according to the nature of the usage (playback or recording of content). 

Accordingly, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to modify the system of Russo and Craig with the 
levels of usage of Knudson in order to charge different levels of fees for the rights to 
view or record a program in order to cover appropriate royalties associated therewith. 

Regarding claims 10 and 1 1, Russo and Craig together disclose the system of claim 1. 
What is not disclosed, however, is that the usage message includes playback or purchase 
cost data associated with the usage data. 

Knudson disclose a system for recording television programming (col. 6, 11. 51- 
53) including pay programming (col. 9, 11. 25-26) and copy protected programming (col. 
9, 11. 63-66). The system of Knudson differentiates between the playing back and the 
recording (purchasing) of such programming and subsequently charges the user a 
different amount based on the determination (col. 10, 11. 10-33). An order message is 
transmitted and processed by the television distribution facility (col. 10, 11. 20-23). In 
this system, the user is billed based on the level of service they select. Therefore, it is 
inherent that data associated with that cost or level of service must be transmitted to the 
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service provider for such billing. This reads on the claimed usage message including 
playback and purchase cost data associated with the usage indicator. Knudson is 
evidence that one of ordinary skill in the art would appreciate the ability to transmit cost 
data to the service provider for billing based on different levels of service. 

Accordingly, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to modify the system of Russo and Craig with the 
usage message including cost data of Knudson in order to charge different levels of fees 
for the rights to view (playback) or record (purchase) a program in order to cover 
appropriate royalties associated therewith. 

9. Claims 48 and 53 are rejected under 35 U.S.C. 103(a) as being unpatentable over Russo. 

Regarding claims 48 and 53, Russo discloses a system as stated above in claim 43. 
Russo further discloses that that the switch receives and routes digital compressed 
information. Russo, however, does not disclose that the data switch interface comprise 
an Ethernet interface that provides an interface to an Ethernet data switch. 

Official Notice is taken of the fact that it is well known in the art to use Ethernet 
to transfer digital information between devices. 

Accordingly it would have been obvious to one having ordinary skill in the art at 
the time of invention to use an Ethernet interface and switch to transport data between 
the tuner(s) (104) and the routing switch (108) in order to make use of an existing 
network infrastructure or use a well known and widely accepted data transport standard. 
This Ethernet connection further reads on the claimed interface port coupled to the 
switch via a shared communication link. 
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Conclusion 

10. The following are suggested formats for either a Certificate of Mailing or Certificate of 
Transmission under 37 CFR 1.8(a). The certification may be included with all correspondence 
concerning this application or proceeding to establish a date of mailing or transmission under 37 CFR 
1 .8(a). Proper use of this procedure will result in such communication being considered as timely if the 
established date is within the required period for reply. The Certificate should be signed by the individual 
actually depositing or transmitting the correspondence or by an individual who, upon information and 
belief, expects the correspondence to be mailed or transmitted in the normal course of business by another 
no later than the date indicated. 



Certificate of Mailing 

I hereby certify that this correspondence is being deposited with the United States Postal Service with sufficient 
postage as first class mail in an envelope addressed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 

Registration Number: 

Certificate of Transmission 

I hereby certify that this correspondence is being facsimile transmitted to the United States Patent and Trademark 

Office, Fax No. ( ) - on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 

Registration Number: 



Please refer to 37 CFR 1.6(d) and 1.8(a)(2) for filing limitations concerning facsimile 
transmissions and mailing, respectively. 
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Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Christopher M. Lambrecht whose telephone number is (571) 272-7297. The examiner can 
normally be reached on 9:30 AM - 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Christopher Grant can be reached on (571) 272-7294. The fax phone number for the organization where 
this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Christopher M Lambrecht 

Examiner 

Art Unit 2611 
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